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KEMAUES 

Claims; 1, 3-5, 8-10, 12, 1.7-22 and 34-35 are the subject of Applicants' appeal. The 

presently claimed invention is directed to: 

A method for applying a hybrid coating to a substrate, which coating comprises 
an inorganic and 

an organic component and which inorganic c<_>mf.)onent comprises nanoparticles, 
wherein precursors for said organic and inorganic component are activated in two or more 
separate plasma sources for plasma activated deposition of a chemical vapor phase, wherein, said 
activated precursors are combined before they are deposited on the substrate from the chemical 
vapor phase for fonning the coating, and v/ herein the inorganic component is generated in a high 
electron density high-frequency plasma and wherein the high electron density high frequency 
plasma is pulsed. 

{e.g., page 2, lines 20-27 and page 14, lines 18-20). 

The Examiner has maintained the 35 U.S.C. § 103(a) rejection of claims 1, 3-5, S-IO, 12, 
17-22 and 34-35 over Yajmada et al (U.S. Pateiiit No. 5,024,927, hereinafter "Yamada") in view 
of Saito et al (U.S. Patent No. 5,021,114, hereinalkr "Saito") and further in view of Otto et al 
(U.S. Patent No. 5,643,638, hereinafter "Otto"). 

Applicants respectfully traverse. 

As submitted in the arguments presented in Applicants' response of Decem ber 30, 2009 
from page 7 line 20 to page 8 line 21 and as admitted by the Examiner in the Non-Final Office 
Action of February 5, 2010 {e.g., page 4 paragraph 6), neither Yainada or Saito teaches pulsed 
plasma. 

Otto only provides for a plasma-cheinical-vapor deposition C'CVD") method for 
producing a gradient layer by changing at least one of the plasma parameters, such as pulse 
amplitude, pulse duration and/or pulse interval during the process {e.g., col. 1, lines 5-8). 
Further, Otto describes that using the plasma pulsed CVD metliod, it is possible to deposit layers 
of different composition on the substrate {e.g., col. 3, lines 27-29). Thus, a suitable selection of 
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Ihe pulse iiilerval, lor exaiDple, assures that the gas composition is always the same for each 
pulse by permitting a clean separation of the exhaust gas from the fresh gas (e.g. , col. 3, 1 i nes 3 1 - 
34). 

Applicants respectfully submit that for the following reasons the combination of Yanjada 
with Saito and Otto does not render obvious the claimed subject matter. 

As an initiai matier there is no motivaliou to combine the teaching of Yamada and Saito 
with the teaching of Otto. Obviousness can be established by combining or modifying the 
teachings of the prior art to product the claimed invention where there is some teaching, 
suggestion or motivation to do so. In reKahn, 441 F.3d 977, 986, 78 USP02d 1329, 1335 (Fed. 
Cir. 2006). Yamada describes an iiifnnnation recording medium and a (one) recording layer 
formed thereon, while vSaito describes a plasma treatment method capable of forming a film of 
high quality uniformly on a substrate (e.g., coL 2, lijies 61-65). 

On the other hand, Otto describes a metliod for producing a gradient layer, i.e., a layer of 
different composition, generated in the direction of the layer growth. In other words. Otto 
describes a method for depositing elementary layers (single layers) of different composition. 
These elementary layers are deposited in a targeted manner pulse forpul.se by appropriate 
selection of the pulse amplitude (e.g., col. 3, lines 26-30). Thus Otto's method must allow for 
constant modifications of at least one plasma power parameter. 

Yamada and Saito, on the other hand, provide no motivation for using a pulsed plasma 

method to practice their invention because they do not describe methods to apply gradient layers 

or layers of different compositions. On the contrary, the methods described therein refers to the 

deposition of one single layer only and one skilled in the art would find inefficient and 

umiecessary to constantly change at least one plasma power parameter. 

3 
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Further, the prior art can be modified or combined to reject claims a?, prima facte obvious 
as long as there is a reasonable expectation of success. Ex parte Blanc, 13 USPQ2d 1383 (Bd. 
Pat. App. & Inter. 1989). Unlike in Ex pane Blanc, a person skilled in the art cannot even 
predict whether the methods described by Yaniada or Saito would work with a pulsed plasma. 
Thus, a person skilled in the art would not combine the teachings of the combination of the cited 
references and would not find obvious the presently claimed subject matter. 

Moreover, it is settled law that the mere fact that references can be combined or modified 
does not render the resultant combination obvious unless the results would have been predictable 

to one of ordinary skill in the art. KSR International Co. v. Teleflex Inc., 550 U.S. , 

, 82 USPQ2d 1385, 1396 (2007). Thus, just because Yamada, Saito and Otto could be 

combined, it does not render the presently claimed subject matter obvious because, for the 
reasons set forth above, the result of the combination is not predictable to one of ordinary skill in 
the art. 

Further a combination of known elements would have been prima facie obvious if an 
ordinarily skilled artisan would have recognized an apparent reason to combine those elements 
and would have known how to do so, Ecolab, Inc. v. FMC Corp., 569 F.3d 1335 (Fed. Cir. 
2009). Unlike in Ecolab, an ordinarily skilled artisan cannot find an apparent reason to combine 
Yamada, Saito and Otto. As set forth above, Yamada and Saito describe a uniform layer of film, 
while Otto describes gradient layers to be applied on a substrate. Accordingly, a person skilled 
in the art would not be able to find an apparent reason to combine the teachings of these 
references. Furthermore, a person skilled in the art would have to perform undue 
experimentation in order to apply the pulsed plasma described in Otto to the methods of Yamada 
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or Saito. 1ji other words, a person skilled in the art would have to find the correct pulsed plasma 
parameters applicable to the methods described by Yamada and/or Saito. 

Thus, Applicants assert that for the reasons set forth above, the teachings of the cited 
references cannot be modified and combined to prodnce the claimed invention without the help 
of impermissible hindsight. W.L. Gore & Associates, 121 F.2d 1540, 220 USPQ 303 (Fed. Cir. 
19S3), cert, denied, 469 U.S. 851 (1984). 

Accordingly, for all of these reasons, the references cannot be combined as proposed by 
the Examiner. Therefore, Applicants respectfully submit that the Examiner's rejection is 
untenable and should be overturned. 

Conclusion 

For the foregoing reasons, it is respectfully submitted that this application is in condition 
for an allowance and reconsideration and allowance are respectfully requested. 

Should any extension of time of fees be necessary in order to maintain this Application in 
pending condition, the Director is hereby authorized to debit or credit such sum to Deposit 
Account No. 02-2275. 

Date: December 16, 2010 Respectfully submitted, 

LUCAS & MERCANTI, LLP 

By: /Silvia Salvadoriy _ 

Silvia Salvador! Esq. Reg. No. 48,265 
LUCAS & MERCANTI, LLP 
475 Park Avenue South 
New York, New York 1.0016 
Tel: 646-783-6758 
Fax: 212-661-8002 
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